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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 



(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), 
and (4) of section 371(c) of this title before the invention thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1999 (AIPA) and the Intellectual Property and High Technology 
Technical Amendments Act of 2002 do not apply when the reference is a U.S. 
patent resulting directly or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined 
under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 



102(e)). 
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Claims 1,4, 8-10, 14-16, 22, 23 and 26 are rejected under 35 
U.S.C. 102(b) as being anticipated by Foster et al. (US 6,925,328). 
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FIG ,5 

Foster et al. discloses a magnetic resonance imaging (MRI) device 
comprising: a magnet to generate a magnetic field (col. 1, lines 24-41); an 
electromagnetic radiation source to apply electromagnetic radiation bursts (col. 1, 
lines 24-41); an imaging unit to generate images of patient following application 
of radiation bursts (col. 8, lines 37-55); a receiver to receive information from an 
implantable medical device (IMD) (abstract); and a control unit to coordinate 
application of the electromagnetic radiation bursts based on the information (see 
Figure 5), the information defines a timing of stimulation pulses applied to a 
patient with the IMD, in which the received information defines a timing of the 
stimulation applied to the patient by the IMD (col. 7, lines 5- 67). 

With respect to claims 8 and 9, Foster et al. shows in Figure 5 performing 
an MRI includes applying one or more electromagnetic radiation bursts and 
applying one or more gradient magnetic fields based on the information. 
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With respect to claims 14 and 15, Foster et aL, teaches all the structures 
as set forth above. The method comprising the steps of: 1) sending information to 
an implantable medical device (IMD) to define operation of the IMD during MRI; 
2) performing the MRI in coordination with operation of the IMD and 3) the 
information defines a timing for application of stimulation pulses by the IMD 
would be inherently met by the disclosure. 



Claims 6, 19-21 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Terry et al. (US 6,937,906). 
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Figure 3 

Terry et al. shows in Figures 1-3, an implantable medical device (IMD) 
(1 10) with a control unit (col. 3, line 48-50) to coordinate application of magnetic 



Application/Control Number: 10/673,777 Page 5 

Art Unit: 3737 

resonance imaging (MRI) electromagnetic radiation bursts with operation of an 
implantable medical device (col. 3, line 48 - col. 4, line 44); and a transmitter 
(330) to transmit information to the IMD to cause the IMD to operate in 
coordination with an MRI device (col. 3, line 48 - col. 4, line 44), the medical 
device comprises a programmer for the IMD (Figure 3) and an MRI system, 
further comprising stimulating the patient with the IMD to induce an arrhythmia 
during the MRI (col. 5, line 21- col. 6, line 4). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



Claims 2, 3, 7, 11-13, 17, 18, 24, and 25 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Foster et al. in view of Greatbatch (US 
2003/0109901). 

Foster et al. teaches all the limitations of the claimed subject matter 
except for mentioning specifically an MRI system and a pacemaker which 
collects information of a cardiac cycle, and the received information includes an 
indication of sensed conditions measured by the IMD, an indication of one or 
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more stimulations applied by the IMD, and the MRI device applies the 
electromagnetic radiation bursts based on the information. 

However, an MRI system and a pacemaker which collects information of a 
cardiac cycle, and the received information includes an indication of sensed 
conditions measured by the IMD, an indication of one or more stimulations 
applied by the IMD, and the MRI device applies the electromagnetic radiation 
bursts based on the information is considered conventional in the art by the 
teachings of Greatbatch (see Abstract and Figure 1). 

Based on the above observations, for a person of ordinary skill in the art, 
modifying the method disclosed by Foster et al., with the above discussed 
enhancements would have been considered obvious because such modifications 
would have provided a stand-alone cardiac stimulating and monitoring system 
during MRI scanning without operational disruption and without physiological 
injury to the patients heart. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to John F. Ramirez whose telephone number is 
(571) 272-8685. The examiner can normally be reached on (Mon-Fri) 7:30 - 4:00 
p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Brian L. Casler can be reached on (571) 272-4956. The 
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fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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